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DETAILED ACTION 

1. This Action is in response to Application Number 10/685,834 received on 14 
October 2003. 

2. Claims 1-17 are presented for examination. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-17 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

4. Claims 1-17 are not limited to hardware-based embodiments. In view of 
Applicant's disclosure, specification page 33, Iines1-15, the present disclosure is not 
limited to hardware-based embodiments, instead being defined as including both 
hardware-based embodiments (e.g., specification, page 33, lines 8-10, "can be 
implemented in hardware") and software-based embodiments (e.g., specification, page 
33, lines 8-10, "can be implemented in... software"). As such, the claims are directed to 
software per se and are not limited to statutory subject matter and are therefore non- 
statutory. 

5. Claim 1 recites an email system comprising multiple email folders and an email 
application being executable by users, both of which can be implemented in software. 
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Claim 2 recites a software application without the computer-readable medium needed to 
realize the software application's functionality. Claims 3 and 4 recite a communication 
system in which the limitations can be implemented in software. As such, the claims 
are not limited to statutory subject matter and are therefore non-statutory. See M.P.E.P. 
2601.1 Section I, which states, "Since a computer program is merely a set of 
instructions capable of being executed by a computer, the computer program itself is 
not a process and USPTO personnel should treat a claim for a computer program, 
without the computer-readable medium needed to realize the computer program's 
functionality, as nonstatutory functional descriptive material." 

6. Claim 1 1 recites a communication method comprising providing access to two 
folders. As such, the claim appears limited to software and is therefore treated as a 
judicial exception. Based on the judicial exception analysis, the claim fails to 
provide/produce a tangible result and is therefore not statutory. See M.P.E.P. 2601.1, 
Section IV. Subsection C. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-17 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Srinvasan (U.S. 2002/0163539). 

7. Regarding claim 1 , Srinivasan disclosed an email system that includes sharing 
software that presents a user with the ability to share messages or folders of a mailbox, 
or the entire mailbox with other users (Srinivasan, 1J21), in which the user specifies the 
user[s] he wishes to share the selected messages, folders with (Srinivasan, fl22) 
wherein each user has access to their own folders as well as the shared folders 
(Srinivasan, Fig. 6, Srinivasan disclosed John Doe's mailbox, in which John Doe is 
sharing a folder named "Ski Trip" and a predefined user Jane Doe that sees her own 
folders as well as the shared "Ski Trip" folder from John Doe's account). 

Therefore, Srinvasan disclosed an email system comprising: 
(A) multiple email folders (Srinvasan, Fig. 6, John Doe's mailbox and Jane Doe's 
mailbox), the multiple email folders comprising: 

(A1) a group email folder having group email messages, the group email folder 
being accessible by each member of a predefined group (Srinvasan, Fig. 6, Srinvasan 
disclosed the Ski Trip folder being shared amongst a predefined group of John Doe's 
friends; 1|22, Srinvasan disclosed that a user specifies which users have access); 

(A2) a first individual-user email folder having first-user email messages, the 
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first individual-user email folder being accessible only by a first user, the first user being 
a member of the predefined group (Srinvasan, Fig. 6, Jane Doe's mailbox shows Jane 
Doe has a personal folder, Jane Doe is a member of John Does specified group of 
users); and 

(A3) a second individual-user email folder having second-user email messages, 
the second individual-user email folder being accessible only by a second user, the 
second user being a member of the predefined group (Srinvasan, 1|22, Srinvasan 
disclosed that a user may specify multiple users that he wishes to share folders with; 
therefore, in regards to Fig. 6 multiple Jane Doe's may exist, having the same 
capabilities, and able to vie the Ski Trip folder); and 

(B) an email application being executable by the first user, the email application further 
being executable by the second user (Srinvasan , Fig. 6, Srinvasan disclosed each user 
running an email application), the email application comprising: 

(B1) first display logic configured to display only first-user email messages and 
group email messages in response to the email application being executed by the first 
user (Srinvasan , Fig. 6, Srinvasan disclosed that when Jane Doe access her email, she 
is the only one able to view her personal folders, inbox, etc, and also is able to view the 
group folder, Ski Trip); and 

(B2) second display logic configured to display only second-user email messages 
and group email messages in response to the email application being executed by the 
second user (Srinvasan, j|22, Srinvasan disclosed that a user may specify multiple 
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users that he wishes to share folders with; therefore, in regards to Fig. 6 multiple Jane 
Doe's may exist, having the same capabilities). 

8. Regarding claim 2, Srinvasan disclosed a software application for handling email 
messages (Srinvasan, Fig. 6), the application comprising: 

a group mail store adapted to store a group email message, the group email 
message being accessible by members of a predefined group (Srinvasan, 1J22, Fig. 6, 
Srinvasan disclosed the Ski Trip folder being accessible by specified users); 

an individual mail store adapted to store an individual-user email message, the 
individual-user email message being accessible by an individual user (Srinvasan, Fig. 6, 
Srinvasan disclosed Jane Doe having her personal folder); and 

a user interface having a first section, the user interface further having a second 
section, the first section being adapted to display the group email message (Srinvasan, 
Fig. 6, Srinvasan disclosed Jane Doe having a first section called the "Ski Trip" folder 
that displays the group emails that all of the specified users can view), the second 
section being adapted to display the individual-user email message (Srinvasan, Fig. 6, 
Srinvasan disclosed Jane Doe having a second section called "My Personal Folder" in 
which her personal email messages are stored; Jane Doe also has another section 
called "inbox" being another folder storing her personal email;. 



9. 



Regarding claim 3, Srinvasan disclosed communication system comprising: 
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means for providing a group email folder accessible by each member of a 
predefined group (Srinvasan, Fig. 6, Srinvasan disclosed the Ski Trip folder in which 
specified users have access); and 

means for providing a first individual-user email folder accessible by a first user, 
the first user being a member of the predefined group (Srinvasan, Fig. 6, Srinvasan 
disclosed Jane Doe only having access to her "inbox" folder as well as her "My Personal 
Folder" folder). 

10. Regarding claim 4, Srinvasan disclosed a communication system comprising: 

a group email folder accessible by each member of a predefined group 
(Srinvasan, Fig. 6, Srinvasan disclosed the Ski Trip folder in which specified users have 
access); 

a first individual-user email folder accessible by a first user (Srinvasan, Fig. 6, 
Srinvasan disclosed Jane Doe only having access to her "inbox" folder as well as her 
"My Personal Folder" folder); and 

an email application executable by the first user, the email application being 
configured to display the group email folder and the first individual-user email folder in 
response to being executed by the first user (Srinvasan, Fig. 6, Srinvasan disclosed 
Jane Doe executing an email application that shows both her personal folders and the 
group folder called "Ski Trip"). 
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1 1 . Regarding claim 5, Srinvasan disclosed the limitations, substantially as claimed, 
as described in claim 4, including: 

wherein the group email folder has a group email message, the group email 
message being directed to the members of the predefined group (Srinvasan, |f21, 
Srinvasan disclosed the ability to share the whole mailbox with specified users. 
Therefore any email message that is addressed to the email address of the mailbox is 
directed to the specified users); and 

wherein the first individual-user email folder has a first-user email message, the 
first-user email message being directed to the first user (Srinvasan, Fig. 6, Srinvasan 
disclosed Jane Doe receiving her own personal email in her "inbox" or her "My Personal 
Folder" folders, any email sent to Jane Doe's inbox is directed to Jane Doe). 

12. Regarding claim 6, Srinvasan disclosed the limitations, substantially as claimed, 
as described in claim 5, including wherein the email application is further configured to 
display the group email message and the first-user email message (Srinvasan, Fig. 6, 
Srinvasan disclosed an email application; it is inherent that a user can display the email 
messages within the folders showed in the interface of Fig. 6 since! the purpose of an 
email application is to view email messages, see 1J3). 

13. Regarding claim 7„Srinvasan disclosed the limitations, substantially as claimed, 
as described in claim 6, including wherein the email application comprises: a group 
email window configured to display the group email message; and a first-user 
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email window configured to display the first-user email message (Srinvasan, Fig. 6, ^3, 
Since the purpose of the email application of Srinvasan is to view email messages that 
are within specific folders, clearly, when the user opens each of these folders/email 
message, a window for that folder/email message displays the messages). 

14. Regarding claim 8, Srinvasan disclosed the limitations, substantially as claimed, 
as described in claim 4, including: a second individual-user email folder accessible by a 
second user, the second user being a member of the predefined group (Srinvasan, 1J22, 
Srinvasan disclosed that a user may specify multiple users that he wishes to share 
folders with; therefore, in regards to Fig. 6 multiple Jane Doe's may exist, having the 
same capabilities). 

15. Regarding claim 9, Srinvasan disclosed the limitations, substantially as claimed, 
as described in claim 8 including wherein the email application is configured to display 
only the group email folder and the first individual-user email folder in response to being 
executed by the first user (Srinvasan, Fig. 6, Srinvasan disclosed Jane Doe's mailbox 
showing her inbox folder and the group folder named Ski Trip; 1J22, Srinvasan 
disclosed that a user may specify multiple users that he wishes to share folders with; 
therefore, in regards to Fig. 6 multiple Jane Doe's may exist, having the same 
capabilities, meaning each user has their own inbox that the other users cannot see, but 
they all have access to the Ski Trip folder). 
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16. Regarding claim 10, Srinvasan disclosed the limitations, substantially as claimed, 
as described in claim 8, including wherein the email application is configured to display 
only the group email folder and the second individual-user email folder in response to 
being executed by the second user (Srinvasan, Fig. 6, Srinvasan disclosed Jane Doe's 
mailbox showing her inbox folder and the group folder named Ski Trip; 1|22, Srinvasan 
disclosed that a user may specify multiple users that he wishes to share folders with; 
therefore, in regards to Fig. 6 multiple Jane Doe's may exist, having the same 
capabilities, meaning each user has their own inbox that the other users cannot see, but 
they all have access to the Ski Trip folder). 

17. Regarding claim 11, Srinvasan disclosed a communication method comprising 
the steps of: 

providing a group email folder accessible by each member of a predefined group 
(Srinvasan, Fig. 6, Srinvasan disclosed the shared "Ski Trip" folder); and 

providing a first individual-user email folder accessible by a first user, the first 
user being a member of the predefined group (Srinvasan, Fig. 6, Srinvasan disclosed 
Jane Doe having her own inbox as well as her own "My Personal Folder"). 

18. Regarding claim 12, Srinvasan disclosed the limitations, substantially as claimed, 
as described in claim 1 1 , including the step of: 
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displaying the first individual-user email folder and the group email folder using a 
single user interface (Srinvasan, Fig. 6, Srinvasan disclosed a single interface showing 
both folders). 

19. Regarding claim 13, Srinvasan disclosed the limitations, substantially as claimed, 
as described in claim 1 , including the steps of: 

receiving a group email message directed to the members of the predefined 
group (Srinvasan, T[21, Srinvasan disclosed the ability to share the whole mailbox with 
specified users. Therefore any email message that is addressed to the email address 
of the mailbox is directed to the specified users); 

receiving a first-user email message directed to the first user (Srinvasan, Fig. 6, 
Srinvasan disclosed Jane Doe having an inbox specifically for messages directed to 
her); 

displaying the group email message in a group email window; and displaying the 
first-user email message in a first-user email window (Srinvasan, Fig. 6, Jf3, Since the 
purpose of the email application of Srinvasan is to view email messages that are within 
specific folders, clearly, when the user opens each of these folders/email message, a 
window for that folder/email message displays the messages). 

20. Regarding claim 14, Srinvasan disclosed the limitations, substantially as claimed, 
as described in claim 1 1 , including the steps of: 
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providing a second individual-user email folder accessible by a second user, the 
second user being a member of the predefined group (Srinvasan, Fig. 6, Srinvasan 
disclosed Jane Doe's mailbox showing her inbox folder and the group folder named Ski 
Trip; 1J22, Srinvasan disclosed that a user may specify multiple users that he wishes to 
share folders with; therefore, in regards to Fig. 6 multiple Jane Doe's may exist, having 
the same capabilities, meaning each user has their own inbox that the other users 
cannot see, but they all have access to the Ski Trip folder). 

21. Regarding claim 15, Srinvasan disclosed the limitations, substantially as claimed, 
as described in claim 14, including the steps of: 

receiving a group email message directed to the members of the predefined 
group (Srinvasan, 1J21, Srinvasan disclosed the ability to share the whole mailbox with 
specified users. Therefore any email message that is addressed to the email address 
of the mailbox is directed to the specified users); 

receiving a first-user email message directed to the first user (Srinvasan, Fig. 6, 
Srinvasan disclosed Jane Doe having an inbox specifically for messages directed to 
her); 

receiving a second-user email message directed to the second user (Srinvasan, 
Fig. 6, Srinvasan disclosed Jane Doe having an inbox specifically for messages 
directed to her; 1J22, Srinvasan disclosed that a user may specify multiple users that he 
wishes to share folders with); 
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displaying only the group email message and the first-user email message in 
response to an input by the first user (Srinvasan, Fig. 6, Srinvasan disclosed Jane 
Doe's mailbox showing her inbox folder and the group folder named Ski Trip). 

22. Regarding claim 16, Srinvasan disclosed the limitations, substantially as claimed, 
as described in claim 14, including the steps of: 

receiving group email messages directed to the members of the predefined 
group (Srinvasan, 1J21, Srinvasan disclosed the ability to share the whole mailbox with 
specified users. Therefore any email message that is addressed to the email address 
of the mailbox is directed to the specified users); 

receiving first-user email messages directed to the first user (Srinvasan, Fig. 6, 
Srinvasan disclosed Jane Doe having an inbox specifically for messages directed to 
her); 

receiving second-user email messages directed to the second user (Srinvasan, 
Fig. 6, Srinvasan disclosed Jane Doe having an inbox specifically for messages 
directed to her; 1f22, Srinvasan disclosed that a user may specify multiple users that he 
wishes to share folders with); 

displaying only the group email messages and the first-user email messages in 
response to an input by the first user (Srinvasan, Fig. 6, Srinvasan disclosed Jane 
Doe's mailbox showing her inbox folder and the group folder named Ski Trip). 
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23. Regarding claim 17, Srinvasan disclosed the limitations, substantially as claimed, 
as described in claim 14, including the steps of: 

receiving group email messages directed to the members of the predefined 
group (Srinvasan, 1J21 , Srinvasan disclosed the ability to share the whole mailbox with 
specified users. Therefore any email message that is addressed to the email address 
of the mailbox is directed to the specified users); 

receiving first-user email messages directed to the first user (Srinvasan, Fig. 6, 
Srinvasan disclosed Jane Doe having an inbox specifically for messages directed to 
her); 

receiving second-user email messages directed to the second user (Srinvasan, 
Fig. 6, Srinvasan disclosed Jane Doe having an inbox specifically for messages 
directed to her; fl22, Srinvasan disclosed that a user may specify multiple users that he 
wishes to share folders with); 

displaying only the group email messages and the second-user email messages 
in response to an input by the second user (Srinvasan, Fig. 6, Srinvasan disclosed Jane 
Doe's mailbox showing her inbox folder and the group folder named Ski Trip; 1J22, 
Srinvasan disclosed that a user may specify multiple users that he wishes to share 
folders with). 



Conclusion 



Application/Control Number: 10/685,834 Page 15 

Art Unit: 2143 

It is presumed that claim 3 invokes "means plus function" language and 
interpretation in accordance with 35 USC 1 12 sixth paragraph. In order to verify and 
ascertain the metes and bounds of the claimed invention, Applicant is requested to 
isolate the portion(s) of the specification which dictates the structure relied on for proper 
interpretation if this presumption is appropriate. 

Examiner's Note: Examiner has cited particular columns and line numbers in 
the references applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and are 
applied to specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant in preparing 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the Examiner. 

In the case of amending the claimed invention, Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the structure 
relied on for proper interpretation and also to verify and ascertain the metes and bounds 
of the claimed invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to J. Bret Dennison whose telephone number is (571) 272- 
3910. The examiner can normally be reached on M-F 8:30am-5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A Wiley can be reached on (571) 272-3923. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




J. B. D. 

Patent Examiner 
Art Unit 2143 




